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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 13 April 2006 . 
2a)D This action is FINAL. 2b)IE This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 7-73 is/are pending in the application. 

4a) Of the above claim(s) 1^8 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 9-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 03 October 2003 is/are: a)[2 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
b)M All b)D Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060612 



Application/ Control Number: 10/677,315 Page 2 

Art Unit: 1634 

DETAILED ACTION 
Election/Restrictions 

1. Applicant's election with traverse of Group II, Claims 9-13 in the reply filed on 13 April 
2006 is acknowledged. The traversal is on the it would not be undue burden to examine the 
claims of all groups I and II. However, it is maintained that undue burden would be required 
to examine the claims of group I along with claims of group II as evidenced by the fact that the 
claims of groups I and II have acquired a separate status in the art as recognized by their 
different classifications as recognized by their divergent subject matter and because a search of 
the subject matter of invention I is not co-extensive with a search of invention II. 

The requirement is still deemed proper and is therefore made FINAL. 
Claims 1-8 are withdrawn from consideration. 
Claims 9-13 are under prosecution. 

Specification 

2. The abstract of the disclosure is objected to because it contains more than 150 words. 
Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

4. Claims 9-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Wohlstadter et 
al (U.S. Patent No. 6,207,369, issued 27 March 2001). 
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Regarding Claim 9, Wohlstadter et al disclose a method for detecting DNA comprising 
preparing a chip comprising probe DNA fixed to electrodes (Column 89, lines 42-45) wherein 
the probe DNA hybridizes to signaling DNA wherein probe DNA is also complementary to the 
target DNA and wherein the signaling DNA is labeled with an electrochemically active 
compound (i.e. ECL-TAG-a labeled sequences which can compete with the analytes of interest 
for binding surface immobilized probes, Column 89, lines 49-61), the method further comprises 
applying target DNA to the surface to derive a competitive reaction among the probe DNA, the 
signaling DNA and the target DNA and detecting amount and type of target DNA by detecting a 
change in electrochemical signal (Column 48, lines 13-48). 

Regarding Claim 10, Wohlstadter et al disclose the method wherein heat is applied to 
disassociate hybrids for reuse (Column 49, lines 27-38). 

Regarding Claim 11, Wohlstadter et al disclose the method wherein the amount of 
target DNA is quantified by measuring a change before and after the competitive reaction 
(Column 49, lines 19-22). 

Regarding Claim 12, Wohlstadter et al disclose the method wherein the type of DNA is 
determined by a competitive reaction between double strands of probe DNA/ signaling DNA and 
an unknown target and measuring a signal produced from the competitive reaction on an 
electrode array (Fig. 42, Example 6.35-6.37, Column 89, line 19-Column 91, line 20). 

Regarding Claim 13, Wohlstadter et al disclose the method wherein multiple DNA 
detection is performed using the chip having double strands of probe DNA/ signaling DNA to 
each electrode of an electrode array (Fig. 42, Example 6.35, Column 89, lines 19-62). 



NOTICE TO COMPLY WITH NUCLEIC ACID SEQUENCE RULES 

5. This application contains sequence disclosures (see page 22) that are encompassed by 
the definitions for nucleotide and/or amino acid sequences set forth in 37 C.F.R. § 1.821(a)(1) 
and (a)(2). However, this application fails to comply with the requirements of 37 C.F.R. §§ 



Application/ Control Number: 10/677,315 
Art Unit: 1634 



Page 4 



1.821-1.825 for the reason(s) set forth on the attached Notice To Comply With Requirements 
For Patent Applications Containing Nucleotide Sequence And/ Or Amino Acid Sequence 
Disclosures. 

APPLICANT IS GIVEN a period of time that is co-extensive with the time to reply to the 
above office action WITHIN WHICH TO COMPLY WITH THE SEQUENCE RULES, 37 C.R.F. §§ 
1 .82 1- 1 .825. Failure to comply with these requirements will result in ABANDONMENT of the 
application under 37 C.F.R. § 1.821(g). Extensions of time may be obtained by filing a petition 
accompanied by the extension fee under the provisions of 37 C.F.R. § 1.136. In no case may 
an applicant extend the period for response beyond the six month statutory period. Direct the 
response to the undersigned. Applicant is requested to return a copy of the attached Notice to 
Comply with the response. 



Conclusion 

6. No claim is allowed. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in 
the Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notify applicants of the resolution of the problem within 5-7 business days. Applicants can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
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applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTOOdl Center (UCC) at 800-786-9199. 



BJ Fornian, Ph.D. 

Primary Examiner 
Art Unit: 1634 
June 13, 2006 



